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APPLICATION FOR PATENT TERM ADJUSTMENT 

UNDER 37 C.F.R. §1. 705(b) 



Sir: 



The Applicants respectfully submit that the patent term adjustment calculated by the 
U.S. Patent and Trademark Office ("the Office") and indicated in the Notice of Allowance for 
the above-identified patent application ("the Application") is inaccurate and should be corrected 
from 1 10 days to 13 1 days for the reasons set forth below. The issue fee for the Application has 
not been paid as of the mailing of this correspondence, therefore the application for patent term 
adjustment is filed within time period as set forth under 37 C.F.R. § 1.705(b). A check for 
$200.00 in payment of the fee set forth in 37 C.F.R. §1.1 8(e) is submitted herewith. Please 
charge or credit Deposit Account No. 09-0260 with any shortage or overpayment of the fees 
associated with this communication. The present application is not subject to a terminal 



disclaimer. 

06/29/2004 HGUTEHA2 00000064 09960638 

01 FC:1455 200.00 OP 



STATEMENT OF FACTS 



The Applicants filed the Application on September 21, 2001. On October 19, 2001, the 
Applicants received a Notice to File Missing Parts. The Notice to File Missing Parts requested 
the payment of the filing fee and the filing of the Declaration and Power of Attorney. The 
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Notice to File Missing Parts also indicated that the drawings filed on September 21, 2001 did not 
have appropriate margins and requested substitute drawings in compliance with 37 C.F.R. §1.84. 

The Applicants responded to the Notice to File Missing Parts by filing the Declaration 
and Power of Attorney and paying the filing fee. The Office received the response on 
January 31, 2002. 

The Office then issued a Notice of Incomplete Reply on March 25, 2002 for the omission 
of substitute drawings in the response to the Notice to File Missing Parts. The Notice of 
Incomplete Reply indicated that the due date for the substitute drawings was the due date 
specified in the in the Notice to File Missing Parts. The due date for the reply, as stated in the 
Notice to File Missing Parts, was December 19, 2002, two months from the mailing of the 
Notice of Incomplete Replay (i.e., October 19, 2001). 

The Applicants filed substitute drawings on April 8, 2002 in a response to the Notice of 
Incomplete Reply. The drawings were received by the Office on April 16, 2002. On May 7, 
2002, the Office indicated the Application was complete. 

The Office issued a first Non-Final Office action on July 3 1 , 2003. The three month 
reply period for response to the first Office action expired on October 31, 2003. 

The Applicants filed a response to the first Office action on December 1, 2003, which 
was received by the Office on December 4, 2003. A Notice of Allowance was mailed on March 
26, 2004 establishing the due date for the payment of the issue fee and publication fee to be June 
28, 2004. 

Basis for Patent Term Adjustment under 37 CFR $1.702 and SI. 703 

The Non-Final Office action was mailed 252 days after November 21, 2002, the date 
which the fourteen month period specified under 35 U.S.C. §154(b)(l)(A)(i)(I) and 37 C.F.R. 
§1.702(a)(l) expired. According to 37 C.F.R. §1.703(a)(l), the Application is entitled to patent 
term adjustment of 252 days. 
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Basis for Patent Term Reduction under 37 C.F.R. §1.704 

When responding to the Notice to File Missing Parts, however, the Applicants failed to 
engage in reasonable efforts to conclude the prosecution of the patent application. Accordingly, 
the patent term adjustment for the Application as indicated above is susceptible to a reduction. 

As set forth in 37 C.F.R. § 1.704(b), a failure to engage in reasonable efforts to conclude 
the prosecution of a patent application includes any periods of time in excess of three months 
that are taken to reply to any notice or action by the Office. The three month time period used 
for reducing a patent term adjustment is applicable regardless of the period of reply that is set 
forth in the Office notice or action. 

Using the three month reply period set forth in 37 C.F.R. §1 .704(b) rather than the two 
month reply period set forth in the Notice to File Missing Parts sets the due date for response to 
the Notice to File Missing Parts from December 19, 2002 to January 19, 2002. Since the Office 
received the response on January 31, 2002, 12 days after the three month reply due date set forth 
in 37 C.F.R. §1. 704(b) (i.e., January 19, 2002), the Application is subjected to a 12 day reduction 
of patent term. 

In addition, under 37 C.F.R. § 1.704(c)(7), the submission of a reply having an omission 
is also susceptible to patent term reduction. Since the Applicants' response to the Notice to File 
Missing Parts lacked substitute drawings, the patent term adjustment for the Application is 
further is susceptible to a second reduction. 

As indicated in 37 C.F.R. § 1.704(c)(7), the number of days between the day after the 
reply having the omission was filed (i.e., February 1, 2002) and the date that the paper correcting 
the omission was filed (i.e., April 16, 2002) is 75 days and, when added to the previous 12 days 
of patent term reduction from the delayed response to the Notice of Missing Parts, creates an 87 
day patent term reduction. 

As stated previously, the Office issued a first Office action on July 31, 2003 having a 
three month reply period that expired on October 3 1 , 2003. The Applicants filed a response to 
the first Office action on December 1, 2003. The Office received the response on December 4, 
2003, which was 34 days past the three month due date of October 31, 2003. The delayed filing 
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of the response to the first Office action constitutes another failure to engage in reasonable 
efforts to conclude prosecution as defined under 37 C.F.R. § 1.704(b), and therefore reduces the 
patent term adjustment by another 34 days. 

CONCLUSION 

As calculated from the sequence of events described in the STATEMENT OF FACTS 
section, the Office delayed examination of the patent application by 252 days. Therefore, the 
patent term for the above-identified patent application should be adjusted by 252 days minus any 
delays accumulated by the Applicants. The Applicants delays total to 121 days, of which 87 
days were accumulated due to the delayed filing of the response to the Notice to File Missing 
Parts and the response to the Notice of Incomplete Reply and 34 days were accumulated due to 
the delayed filing of the Applicants' response to the first Office action. Subtracting the 
Applicants delays from the Office delays generates a 131 day patent term adjustment. As 
previously stated, the Notice of Allowance mailed on March 26, 2004 indicates a patent term 
adjustment of 1 10 days. 

The 29 day discrepancy appears to exist between the date that the substitute drawings 
were filed. According to information recorded on the Patent Application Information Retrieval 
site (attached as Appendix A) and the return post card that accompanied the substitute drawings 
(attached as Appendix B), the substitute drawings were received by the Office on April 16, 2002. 
However, the timer recording the time period for reduction continued until May 7, 2002. 
Accordingly, the Applicants request that the April 16, 2002 date be used as the ending date for 
determining the patent term reduction rather than the erroneous date of May 7, 2002. 
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With the correction of the above date and since the Application is not subject to a 
terminal disclaimer, a patent term adjustment of 131 days is appropriate. Please correct the 
indicated patent term adjustment to provide 131 days of patent term adjustment. 

The undersigned is available for telephone conference during normal business hours. 



Docket No.: 077017-9006-00 
Michael Best & Friedrich LLP 
100 East Wisconsin Avenue 
Milwaukee, Wisconsin 53202-4108 
(414) 271-6560 



\ 



Respectfully submitted, 




Elizabeth A. Egasti 
Reg. No. 54,635 
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APPENDIX A 

A printout of the Patent Term Adjustment History 
shown on the Patent Application Information Retrieval web site 
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APPENDIX B 

A copy of the return receipt postcard that accompanied the substitute drawings 
submitted in the Response to the Notice of Incomplete Reply 



( ) Transmittal Letter 

( ) PATENT APPLICATION & Fr/ e ^ 

( ) Specificatioiy^l Claims jf km? fi /, Pgs. 
( ) Abstract of^isclSiurfe W V G U 

( ) Information Disclosure Statement 
( ) Patent Copies flnn 0 n 
( ) Declaration & Po^R>^tfoiM$ 
( ) Declaration Claiming Small Entity Status 
( ) Assignment and gpv^r!?heet\! q 
K) Drawings ^4^^e^ UK ^ ^, ilMmJO€ 
PC Response to b iasin g PaitaT l otlo» 
( ) Response to Office Action/Amend^ 
{ ) Request for Ext. of Time for filij 
( ) Issue Fee Transmittal 

( ) Formal Drawings Shee) 

( ) Maintenance Fee Transmittal' 

( ) Fee Amount $ Chec^l 

( ) Fee Amount $ Checl 

(Xj Other (Specify) Copy of Notic^ 

I ncomplete Reply (Nonprovisional) 

Inventor: Pikula, et al. 

Title:W IRELESS SYNCHRONOUS TI 

( 5$ Serial/Patent No. 09/960,638 
Due Date: 04/19/2002 Maj| Date: W08/200 2 

File No.: 07 701 7-9006- USO ^orn/vTl T^SR 





